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DETAILED ACTION 



Response to Amendment 

1 . Claims 1 , 5-9, 1 7-34 have been cancelled; therefore Claims 2-4. 10-16. and 35-54 are 
currently pending in application 09/750,154. 

Claim Rejections - 35 USC § 112 

2. The rejection of Claims 1 1, 35, 41, and 48 under 35 U.S.C. 1 12, first paragraph, is 
withdrawn due to Applicant's amendments and arguments. 

Claim Rejections - 35 USC § 103 

3. The rejection of Claims 2-4, 11-13, and 35-50 under 35 U.S.C. 103(a) as being 
unpatentable over Hunter et al. (US 6,298,327 Bl), is withdrawn due to Applicant's 
amendments. 

Allowable Subject Matter 

4. Claims 2-4, 10-16, and 35-54 are allowed, 

5. The following is an examiner's statement of reasons for allowance: 

6. As per independent Claims 11 and 48, the prior art does not teach or suggest a method 
(computer-readable medium, programmed apparatus) for completing a marketing 
opportunity assessment on only the intellectual property rights (not an actual product or 
service), as claimed by the independent claims. 
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7. Hunter et ai. (US 6,298,327) Hunter discloses a method (computer readable medium) for 
determining whether to obtain licensing rights for an intellectual property asset, the 
method comprising: receiving intellectual property asset protection data, wherein the 
intellectual property asset protection data includes protection data corresponding to a 
plurality of intellectual property assets (inventive disclosure), wherein each intellectual 
property asset is defined and maintained as an asset by the existence of legally- 
enforceable intellectual property protection rights pertaining to that intellectual property 
asset (C8 Ll-U, inventive disclosure, inventive identity, established date of invention or 
conception); storing the intellectual property asset protection data in an intellectual 
property asset protection database including a plurality of intellectual property asset 
protection data records (Fig.2), wherein each intellectual property asset protection data 
records of the plurality of intellectual property asset protection data records in the 
intellectual property asset protection database corresponds to at least one intellectual 
property asset; providing intellectual property asset protection data from at least one 
intellectual property asset protection data record in the intellectual property marketing 
opportunity system (C4 L21-32, C8 LI 1-18, Marketability analysis). 

8. Hunter fails to expressly disclose completing a marketing opportunity assessment on only 
the intellectual property rights (not an actual product or service), as claimed by the 
independent claims. 

9. As per independent Claims 35 and 41, the prior art does not teach or suggest a method 
(computer-readable medium, programmed apparatus) for use with a computer for 
managing marketing of a plurality of intellectual property rights assets, the method 
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comprising, determining a market value for intellectual property rights assets; and 
generating a marketing project plan with a schedule of marketing tasks for the at least one 
intellectual property rights asset, based on both a template plan and on the determined 
market value (analyzing and developing a marketing plan for IP rights - not IP 
innovations or products). 
10. Hunter et al. (US 6,298,327) Hunter discloses a computer-readable medium containing a 
program for use in a computer (method) for determining whether to obtain licensing 
rights for an intellectual property asset, the program comprising the steps of: receiving 
intellectual property asset protection data, wherein the intellectual property asset 
protection data includes protection data corresponding to a plurality of intellectual 
property assets (inventive disclosure), wherein each intellectual property asset is defined 
and maintained as an asset by the existence of legally-enforceable intellectual property 
protection rights pertaining to that intellectual property asset (C8 Ll-1 1, inventive 
disclosure, inventive identity, established date of invention or conception); storing the 
intellectual property asset protection data in an intellectual property asset protection 
database including a plurality of intellectual property asset protection data records 
(Fig.2), wherein each intellectual property asset protection data records of the plurality of 
intellectual property asset protection data records in the intellectual property asset 
protection database corresponds to at least one intellectual property asset; providing 
intellectual property asset protection data from at least one intellectual property asset 
protection data record in the intellectual property marketing opportunity_system; wherein 
the determining includes generating an assessment of the marketability for at least one 
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intellectual property asset corresponding to the at least one intellectual property asset 
protection data record from the intellectual property asset protection database (C4 L21- 
32, C8 Lll-18, Marketability analysis). 

1 1 . Hunter fails to expressly disclose completing a marketing opportunity assessment on only 
the intellectual property rights (not an actual product or service), as claimed by the 
independent claims. 

12. The remaining dependent Claims 2-4, 10, 12-16, 36-40, 42-47, and 49-54 are considered 
allowable, as they are dependent and based off of an allowable independent claim. 

13. Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany 
the issue fee. Such submissions should be clearly labeled "Comments on Statement of 
Reasons for Allowance." 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Ouellette whose telephone number is (571) 272- 
6807. The examiner can normally be reached on Monday through Thursday, Sam - 
5:00pm. 

15. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone numbers for 
the organization where this application or proceeding is assigned (703) 872-9306 for all 
official communications. 
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16. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-5484. 



April 21, 2007 




